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This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 20, which are all of the clains

pending in this application.

We AFFI RM- | N- PART.

1 Application for patent filed April 28, 1995.
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BACKGROUND

The appel lants' invention relates to an occl usive device,
and typically includes a substrate, often a helical neta
coil, and a nultiplicity of fibers incorporated therewith for
enhancing a tissue-ingrowh response for occlusion
(specification, p. 1, lines 17-20). An understandi ng of the
i nvention can be derived froma reading of exenplary clains 1

and 7, which appear in the appendi x to the appellants' brief.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ains are:
Phel ps et al. 5,382, 259 Jan. 17,
1995
(Phel ps)
Dor mandy, Jr. et al. 5, 382, 260 Jan. 17

1995
( Dor mandy)

Clains 1 through 11 stand rejected under 35 U. S.C. § 103

as bei ng unpatent abl e over Phel ps.

Clainms 12 through 20 stand rejected under 35 U S.C. § 103

as being unpatentabl e over Dormandy in view of Phel ps.
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 11
mai | ed Cct ober 24, 1997) for the exam ner's conpl ete reasoning
in support of the rejections, and to the brief (Paper No. 10,
filed Cctober 6, 1997) and reply brief (Paper No. 12, filed

Decenber 29, 1997) for the appellants' argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we make the

determ nati ons which foll ow

In rejecting clains under 35 U. S.C. 8§ 103, the exam ner
bears the initial burden of presenting a case of obvi ousness.

See Inre Rjckaert, 9 F.3d 1531, 1532, 28 USPQ2d 1955, 1956

(Fed. GCir. 1993). A case of obviousness is established by

presenting evidence that the reference teachi ngs woul d appear
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to be sufficient for one of ordinary skill in the relevant art
having the references before himto nake the proposed

conbi nation or other nodification. See In re Lintner, 458

F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 1972). Furthernore,
the conclusion that the clainmed subject matter is obvi ous nust
be supported by evidence, as shown by sone objective teaching
in the prior art or by know edge generally avail able to one of
ordinary skill in the art that would have | ed that individua
to conbine the rel evant teachings of the references to arrive

at the clained invention. See In re Fine, 837 F.2d 1071,

1074, 5 USPQRd 1596, 1598 (Fed. Cir. 1988). Rejections based
on 8 103 nust rest on a factual basis with these facts being
interpreted wi thout hindsight reconstruction of the invention
fromthe prior art. The exam ner may not, because of doubt

that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply
deficiencies in the factual basis for the rejection. See In

re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968).
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Wth this as background, we analyze the prior art applied

by the examiner in the rejection of the clains on appeal.

Phel ps di scl oses a vasoocclusion coil conprising: (a) a
helical coil which may be segnented, continuous, or segnented
having a gap between the two end portions, but in each case
having a first end and a second end; and (b) at |east one
fi brous woven or braided tubular el enment or covering attached
to the exterior of the helical coil. Phelps teaches (col. 2,
lines 39-44) that the coil will typically be made of a
radi opaque material such as platinum tungsten, gold, silver,
or alloys thereof, or other suitable generally radi opaque
metal s which are otherwise biologically inert. Phelps also
teaches (col. 2, lines 54-66) that

[t] he fibrous woven or braided tubular nenber (130) may
be made from a bi oconpatible materials such as Dacron[ €
(pol yester), polyglycolic acid, polylactic acid,

fl uoropol yners (pol ytetrafl uoroethyl ene), nylon

(polyam de), or silk. The strands form ng the braid
shoul d be reasonably heavy, e.g., having tensile strength
of greater than about 0.15 pounds. The materials
mentioned, to the extent that they are thernoplastics,
may be nelted or fused to the coils. Alternatively, they
may be glued or otherw se fastened to the coils.
Preferred materials are Dacron[® strands using the
process of fusing to attach the strands to the coil
sur f ace.
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In Figure 6, the tubular nmenber has tassels 148 which extend
past the end of the coil. Phelps states that this feature
provi des additional occlusion area and adds very little to the
vol une of the device as it passes through the catheter |unen.
In Figure 11, the fibrous braided portion 166 is constructed
to have exposed fiber elements 168 sticking out fromthe fiber
brai ded portion 166 to enhance the ability of the device to
effectively fill the space at the target within the patient's

vascul at ure.

Dor mandy di scl oses an enbolization device conprising an
el ongate coil having a plurality of turns and a group of
fibers. The group of fibers has an internediate portion and
first and second end portions. The internediate portion is
| ooped about one of the turns of the coil to forma |oop on
one of said turns. The end portions extend interiorly of the
coil and outwardly of the coil through two adjacent turns
adj acent the turn about
which the loop is formed. The ends of the fibers of the end

portions of each group are free to nove. The group of fibers
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is free of knots and the | oop serves as the sole neans for
retaining the group of fibers on the coil. Dornmandy teaches
(colum 2, lines 58-61) that the coil is formed of a netal
which is relatively opaque to x-rays and nay be nade of a
mat eri al such as stainless steel, copper, gold, or platinum
all oys. Dormandy al so teaches (columm 3, lines 27-28) that
the fiber is formed of a suitable synthetic nedical grade

mat eri al such as Dacron®

Clainms 1 through 6

W will not sustain the rejection of clains 1 through 6

under 35 U.S.C. 8§ 103.

Claim1l reads as foll ows:

A net hod for nmaking a device for occluding a | unmen
or cavity in a mammal, conprising the steps of:

(a) bringing fibers into contact wwth a substrate to
forman interface therebetween; and

(b) causing the substrate to emt heat so the fibers
at the interface are secured to the substrate.

The examiner's position with respect to claim1l1 is that

what ever the source of heat is which fuses the Phel ps et
al. strands to the coils would obviously heat the coils
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t henmsel ves since the coils are | ocated adjacent to the
strands and are, in fact touching the strands. Since the
coils are obviously heated they would, in turn, emt heat
to the fibers.

The appel lants argue that there is no teaching or
suggestion within Phelps to arrive at the invention as set
forth in claiml. Specifically, the appellants believe that
(1) Phel ps suggests only applying a heat source around (i.e.,
external to) a fibrous nenber-encased coil, and (2) Phel ps
does not suggest applying a heat source internal to the

fi brous menber-encased coil .

Evi dence of a suggestion, teaching, or notivation to
nodi fy a reference may flow fromthe prior art references
t hensel ves, the know edge of one of ordinary skill in the art,
or, in sone cases, fromthe nature of the problemto be

sol ved, see Pro-Mold & Tool Co. v. Geat Lakes Plastics, Inc.

75 F.3d 1568, 1573, 37 USPQ@2d 1626, 1630 (Fed. G r. 1996),

Para- Ordi nance Mg. v. SGS Inports Intern., Inc., 73 F.3d

1085, 1088, 37 USPR2d 1237, 1240 (Fed. Cir. 1995), although

"the suggestion nore often cones fromthe teachings of the
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pertinent references,” In re Rouffet, 149 F.3d 1350, 1355, 47

UsP2d 1453, 1456 (Fed. Cir. 1998). The range of sources
avai |l abl e, however, does not dimnish the requirenent for
actual evidence. That is, the showi ng nust be clear and

particular. See, e.qg., CR Bard, Inc. v. M3 Sys., Inc., 157

F.3d 1340, 1352, 48 USPQRd 1225, 1232 (Fed. Cir. 1998). A
broad concl usory statenent regardi ng the obvi ousness of
nodi fying a reference, standing alone, is not "evidence."

E.q., McElnurry v. Arkansas Power & Light Co., 995 F.2d 1576,

1578, 27 USPRd 1129, 1131 (Fed. Cir. 1993); In re Sichert,

566 F.2d 1154, 1164, 196 USPQ 209, 217 (CCPA 1977). See also

In re Denbiczak, 175 F.3d 994, 999, 50 USPQ2d 1614, 1617 (Fed.

Gr. 1999).

In this case, the exam ner has not supplied any evi dence
t hat woul d have nmade it obvious at the tine the invention was
made to a person having ordinary skill in the art to have
caused Phel ps' substrate (i.e., the helical coil) to emt heat
so the fibers (i.e., the fibrous woven or braided tubul ar
el enent or covering) at the interface are secured to the

substrate. The examner's resort to speculation as to how
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Phel ps' strands are fused to the coil cannot take the place of
t he necessary evidence. Accordingly, the decision of the
exam ner to reject claiml, and clains 2 through 6 dependent

t hereon, under 35 U.S.C. 8 103 is reversed.

Caim7

We sustain the rejection of claim7 under 35 U . S.C. §

103.

Claim7 is drawn to an occlusive device for occluding a
lumen or cavity in a mammal, conprising, inter alia, a
substrate and a plurality of fibers secured to the substrate
and extending fromthe substrate at an interface therebetween.
This claimal so states that the fibers are secured to the

substrate by causing the substrate to emt heat.

The exam ner's position (answer, p. 3) with respect to
claim7 is that

the patentability of the product does not depend on its
met hod of production. The clained product appears to be
the sane or very simlar to the Phelps et al. product
since the end product, in each case, is a substrate coi
with fibers nelted and fused onto the coil.
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The appellants rely on the method Iimtation of causing
the substrate to emt heat as patentably distinguishing over
t he teachi ngs of Phelps. W do not agree for the reasons that

foll ow

The appel | ants have not pointed out any structural
difference that would differentiate the occlusive device of
claim7 fromthe occlusive device taught by Phelps. In
addi tion, the product-by-process limtation set forth in claim
7 (i.e., "secured to said substrate by causing said substrate
to emt heat") does not affect the product itself (i.e., the
cl ai med occl usive device) and therefore cannot inpart

patentability to the product. See In re Thorpe, 777 F.2d 695,

698, 227 USPQ 964, 966 (Fed. Cir. 1985) (Even though
product - by-process clainms are limted by and defined by the
process, determ nation of patentability is based on the
product itself. The patentability of a product does not
depend on its nethod of production. If the product in the
product - by-process claimis the same as or obvious froma

product of the prior art, the claimis unpatentable even
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t hough the prior product was nmade by a different process.).

See also Atlantic Thernoplastics Co. v. Faytex Corp., 970 F.2d

834, 8443-47, 23 USPQd 1481, 1488-91 (Fed. Cr. 1992). Once
t he appel |l ants have been provided with a rationale tending to
show that the clainmed product appears to be the sane or
simlar to that of the prior art, although produced by a
different process, the burden shifts to the appellants to cone
forward with evidence establishing an unobvi ous difference

bet ween the cl ai ned product and the prior art product. See In
re Marosi, 710 F.2d 799, 803, 218 USPQ 289, 292-93 (Fed. Cr
1983). The appellants have not conme forward with any evi dence

to satisfy that burden. Conpare In re Best, 562 F.2d 1252,

1255, 195 USPQ 430, 433-34 (CCPA 1977); ln re lLudtke, 441 F.2d

660, 664, 169 USPQ 563, 566-67 (CCPA 1971).

In addition, the appellants assert that there is
addi ti onal evidence supporting patentability in that in the
specification they identified a problemand solved this
problem by their invention. W find this argunent
unper suasi ve since the problemidentified by the appellants

(e.g., detachment of fibers fromthe coil) was sol ved by
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Phel ps. In that regard, Phel ps teaches a device for occl uding
body | unens or cavities having fibers secured to a substrate
with free fiber ends extending outwardly fromthe occl usion
device at radially spaced | ocations on the substrate (see
especially Figures 6 and 11 of Phelps). Mreover, it is our
view that this evidence is not comrensurate in scope with the

cl ai med i nventi on.

For the reasons set forth above, the decision of the

examner to reject claim7 under 35 U S.C. 8§ 103 is affirned.?

Cl aim 16

Claim16 is drawn to a device for occluding a body |unen
or cavity in mammals, conprising, inter alia, a helically
wound coil having a multiplicity of w ndings defining a | unen

and a plurality of fibers having first and second end portions

2 W note that a disclosure that anticipates under 35
U S.C 8§ 102 also renders the clai munpatentabl e under 35
U S C 8 103, for "anticipation is the epitone of
obvi ousness."” Jones v. Hardy, 727 F.2d 1524, 1529, 220 USPQ
1021, 1025 (Fed. Cir. 1984). See also In re Fracal ossi, 681
F.2d 792, 794, 215 USPQ 569, 571 (CCPA 1982); In re Pearson
494 F.2d 1399, 1402, 181 USPQ 641, 644 (CCPA 1974).
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extending fromthe coil and a mddle portion secured to the
coil. This claimalso states that the mddle portion of the

fibers are secured to the coil by emtting heat fromthe coil.

The appellants rely on the product-by-process limtation
that the mddle portion of the fibers are secured to the coi
by emtting heat fromthe coil as patentably distinguishing
over the conbi ned teachings of Dornmandy and Phel ps. W do not
agree for the reasons set forth above in our discussion of
claim7. Accordingly, the decision of the exam ner to reject

claim 16 under 35 U S.C. 8 103 is affirned
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Claims 8 to 15 and 17 to 20

The decision of the examner to reject clains 8 to 15 and
17 to 20 under 35 U.S.C. 8§ 103 is also affirnmed since the
appel l ants have not challenged the rejection of these clains
wi th any reasonabl e specificity, thereby allowing clains 8 to
15 and 17 to 20 to fall with clains 7 and 16 (see In re
Ni el son, 816 F.2d 1567, 1572, 2 USPQ2d 1525, 1528 (Fed. G r

1987) .3

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1 through 6 under 35 U.S.C. 8 103 is reversed and the
deci sion of the examner to reject clainms 7 through 20 under

35 US.C. § 103 is affirned.

337 CFR 8 1.192(c)(7) states that "[n]erely pointing out
differences in what the clainms cover is not an argunent as to
why the clains are separately patentable.”



Appeal No. 1999-2029 Page 16
Application No. 08/431, 360

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

MURRI EL E. CRAWORD
Adm ni strative Patent Judge

JOHN P. McQUADE )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JEFFREY V. NASE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)



Appeal No. 1999-2029 Page 17
Application No. 08/431, 360

MORRI SON & FOERSTER
755 PAGE M LL ROAD
PALO ALTO, CA 94304-1018



APPEAL NO. 1999-2029 - JUDGE NASE
APPLI CATI ON NO. 08/ 431, 360

APJ NASE
APJ M QUADE

APJ CRAWFCRD

DECI SI ON: AFFI RVED- | N- PART

Prepared By: d oria Henderson

DRAFT TYPED:. 09 Nov 99

FI NAL TYPED:

A oria: Note order of panel changed



